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DETAILED ACTION 
Claim Rejections - 35 USC §112 

Claims 1-26 and 63-74 make reference to multiple statutory classes of invention. 
A claim that purports to be within multiple statutory classes is ambiguous and is properly 
rejected under U.S.C. 112, second paragraph, for failing to particularly point out and 
distinctly claim the invention (see Ex Parte Lvell ). The examiner notes that claims 1-26 
and 63-74 are interpreted as method claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bonneau (U.S. Patent No. 6,978,273). 

Referring to claim 1. Bonneau discloses a method for producing a customized 
catalog for a targeted recipient using a customized catalog publication system, wherein 
the system comprises a computer record, an offerings database comprising one or 
more candidate offerings, a set of products assets associated with each candidate 
offering, and a set of offering rules, and wherein the method comprises: 
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• Creating a customer profile from the customer record of the targeted recipient 
(Bonneau: column 4, lines 36-53); 

• Applying the set of offering rules to the customer profile to select one or more 
selected offerings from the one or more candidate offerings in the offerings 
database (Bonneau: column 4, lines 36-53); 

• Acquiring the set of product assets associated with each of the one or more 
selected offerings (Bonneau: abstract & column 4, lines 36-53); and 

• Generating a customized catalog specification file for the targeted recipient using 
the set of product assets associated with each of the one or more selected 
offerings (Bonneau: column 3, lines 30-38 & column 4, line 54 - column 5, line 
2). 

Referring to claim 2. Bonneau further discloses a method comprising printing the 
customized catalog using the customized catalog specification file (Bonneau: column 3, 
lines 3-17). 

Referring to claim 3. Bonneau further discloses a method wherein the set of 
product assets comprises one or more elements selected from the group consisting of 
text, graphics, and photographs (Bonneau: abstract & column 4,lines 36-53). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Bonneau (U.S. Patent No. 6,978,273) in view of Moore (U.S. Patent Application 

Publication No. 2002/0143603). 

Referring to claim 4. The combination of Bonneau and Moore discloses a 
system comprising a set of ranking rules and set of page allocation rules, and wherein 
generating a customized catalog specification file for the targeted recipient using the set 
of product assets associated with each of the one or more selected offerings comprises: 

• Applying the set of ranking rules to each of the one or more selected offerings to 
determine its relevancy ranking (Bonneau: column 5, lines 18-33); and 

• Applying the set of page allocation rules to allocate space within the customized 
catalog for each of the one or more selected offerings based on its relevancy 
ranking (Moore: abstract & figures 4-6). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to have modified the method of Bonneau to have included applying 
a set of page allocation rules, as taught by Moore, in order to optimize the layout to 
increase the likelihood of a product being purchased (Moore: abstract). 

Referring to claim 5. The combination of Bonneau and Moore further discloses a 
system comprising a set of layout rules and wherein the method further comprises 
applying the set of layout rules to the set of product assets associated with each of the 
one or more selected offerings to acquire one or more layout attributes for each of the 
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one or more selected offerings consistent with the space allocated for that selected 
offerings (Moore: abstract & figures 4-6). 

Referring to claim 6. The combination of Bonneau and Moore further discloses a 
method wherein the layout attributes are selected from the group consisting of a text, 
font, text size, graphic dimensions, photograph dimension, and photograph resolution 
(Bonneau: abstract & column 4, lines 36-53). 

Referring to claim 7. The combination of Bonneau and Moore further discloses a 
method wherein the customized catalog comprises a plurality of pages, and wherein 
applying the set of page allocation rules to allocate space within the customized catalog 
for each of the one or more selected offerings based on its relevancy ranking 
comprises: 

• Allocating one or more pages of the plurality of pages to a product section, the 
non-product section, and the pre-printed section (Moore: abstract & figures 4-6); 

• Establishing in the product section the number of offerings per page (Moore: 
figure 6); and 

• Assigning the product assets of each of the one or more selected offerings to one 
of the one or more product section pages in accordance with the number of 
offerings per page (Moore: figures 4-6). 

Referring to claim 8. Claim 8 is rejected under the same rationale as set forth 

above. 
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Referring to claim 9. The combination of Bonneau and Moore further discloses a 
method wherein the system further comprises a set of signature rules and the method 
further comprises: 

• Determining an actual page count of the customized catalog (Moore: paragraph 
35); 

• Determining if the actual page count comprises a whole signature (Moore: 
paragraph 35); and 

• In the event the actual page count does not comprises a whole signature, 
applying the set of signature rules to force the actual page count to comprise a 
whole signature (Moore: figures 6-8). 

Referring to claims 10-12. The combination of Bonneau and Moore further 
discloses a method wherein applying the set of signature rules to force the actual page 
count to an even signature comprises deleting or adding pages comprising filler pages 
(Moore: figures 6-8). The examiner notes that Moore discloses optimizing the layout of 
products in order to use all available space and produce a customized catalog with 
complete pages, see Moore, paragraph 61. 

Referring to claim 13. The combination of Bonneau and Moore further discloses 
a method comprising applying a boost factor to at least one of the one or more 
candidate offerings prior to applying the set of offering rules to the customer profile 
(Moore: abstract). The examiner notes that Moore discloses optimizing the layout of the 
catalog in order to maximize profits, akin to "boosting" products due to manufacturer's 
preferences. 
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Referring to claim 14. The combination of Bonneau and Moore further discloses 
a method for producing a customized catalog for a targeted recipient using a 
customized catalog publication system, wherein the system comprises a customer 
record, an offerings database comprising one or more candidate offerings, a set of 
product assets associated with each candidate offering, and a set of offerings rules as 
disclosed above and further comprising: 

• Applying the set of catalog rules to the customer profile to make a first 
determination whether to produce the customized catalog for the targeted 
recipient (Moore: abstract); and 

• In the event the customized catalog is produced for the targeted recipient, 
applying the set of catalog rules to the customer profile to make a second 
determination of the number of pages in the targeted recipient's customized 
catalog (Moore: abstract & figures 4-6). 

Referring to claims 15-26. Claims 15-26 are rejected under the same rationale 
as set forth above. 

Referring to claim 27. The combination of Bonneau and Moore further discloses 
a customized catalog publication system for producing a customized catalog, the 
system comprising: 

• A customer record (Bonneau: column 3, lines 30-38); 

• An offerings database comprising one or more candidate offerings (Bonneau: 
abstract); 
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• A set of product assets associated with each candidate offerings (Bonneau: 
abstract); 

• A set of offering rules (Bonneau: abstract); 

• A profiler adapted to create a customer profile from the customer record of a 
targeted recipient (Bonneau: column 4, lines 36-53); and 

• A rules engine adapted to: 

o Apply the set of offering rules to the customer profile to select one or more 
selected offerings from the one or more candidate offerings (Bonneau: 
column 4, lines 36-53); 

o Acquire the set of product assets associated with each of the one or more 
selected offerings (Bonneau: abstract & column 4, lines 36-53); and 

o Generate a customized catalog specification file for the targeted recipient 
using the set of product assets associated with each of the one or more 
selected offerings (Bonneau: column 3, lines 30-38 & column 4, line 54 - 
column 5, line 2). 

Referring to claim 28. Claim 28 is rejected under the same rationale as set forth 

above. 

Referring to claim 29. The combination of Bonneau and Moore further discloses 
a customized catalog publication system, wherein the printing system comprises: 

• A printer (Bonneau: column 3, lines 3-17); and 

• A file translation system adapted to convert the specification file to a format 
compatible with the printer (Bonneau: column 3, lines 3-17). 
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Referring to claims 30-32. The combination of Bonneau and Moore further 
disclose a customized catalog publication system wherein the printer is a web-fed 
printer, sheet-fed printer, or a toner, liquid ink, or ink-jet based printer (Moore: figure 1). 
The examiner notes that the type of printer is not given much patentable weight. 

Referring to claims 33-62. Claims 33-62 are rejected under the same rationale 
as set forth above. 

Referring to claim 63. The combination of Bonneau and Moore further discloses 
a method for producing a customized catalog for a targeted recipient using a 
customized catalog publication system, wherein the system comprises a customer 
record, an offerings database comprising one or more candidate offerings, a set of 
product assets associated with each candidate offering, and a set of offerings rules as 
disclosed above and further comprising: 

• Assigning the targeted recipient to a customer group based on the customer 
profile of the targeted recipient and a profile of each member of the customer 
group (Bonneau: column 5, lines 39-60); 

• Imputing attributes of the customer group to the customer profile of the targeted 
recipient to create a revised customer profile for the targeted recipient (Moore: 
abstract). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to have modified the method of Bonneau to have included 
assigning attributes of the customer group to the profile of the targeted recipient, as 
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taught by Moore, in order to produce a customized catalog to increase the likelihood of 
a product being purchased (Moore: abstract). 

Referring to claims 64-74. Claims 64-74 are rejected under the same rationale 
as set forth above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Moore (U.S. Patent Application Publication No. 2003/0139979) discloses a 
system and method for producing a printed customized catalog. 

• Tarn (U.S. Patent Application Publication No. 2002/0184116) discloses a system 
and method for compiling product packages into a paper catalog. 

• Batham (U.S. Patent Application Publication No. 2002/0082953) discloses a 
catalog building method and system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason B. Dunham whose telephone number is 571-272- 
8109. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JBD 

Patent Examiner 
5/3/06 




